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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )|EI Responsive to communication(s) filed on 12/26/2007, 12/27/2007, 2/5/2008 . 
2a )£3 This action is FINAL. 2b)^ This action is non-final. 

3) \Z\ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1,4-12,14 and 16-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1,4-12,14 and 16-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) \Z\ Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) L~H The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 27 December 2007 is/are: a)^ accepted or b)^ objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 .^3 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1 , 4-1 2, 1 4, 1 6-1 9 of U. S. Application 09/096,1 1 3, filed 6/11/1 998, are 
pending. 

Claim Rejections - 35 USC $ 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1, 4-12, 14, 16-19 are rejected under 35 U.S.C. 101 as being directed 
to nonstatutory subject matter since the claims as a whole do not provide for a 
practical application, as evidenced by lack of physical transformation or a useful, 
tangible, and concrete result. 

4. Applicants are seeking patent protection for abstract ideas including basic 
electromagnetic field calculations (with Maxwell's equations). 

5. The 101 rejections are applied in view of the interim guidelines, MPEP sections 
2106-2107 (8/2005), and Ex Parte Bilski ( "informative Opinion" of the Board). 

6. Claims directed to nothing more than abstract ideas (such as mathematical 
algorithms, software per se), natural phenomena, and laws of nature are not eligible for 
patent protection. While abstract ideas, natural phenomena, and laws of nature are not 
eligible for patenting, methods and products employing abstract ideas, natural 
phenomena, and laws of nature to perform a real-world function may well be (MPEP, 
2106). 

7. Consider claim 1 , for example: 
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Calculating an electromagnetic field for a hypothetical body to be produced is not 
"useful" as envisioned by the courts. The claim merely recites calculating theoretical 
electromagnetic equations for a hypothetical object. 

8. To satisfy 35 U.S.C. 101, an invention must be "useful." See MPEP 2107.01: 

Deficiencies under the "useful invention" requirement of 35 U.S.C. 101 will arise in 
one of two forms. The first is where it is not apparent why the invention is "useful." 
This can occur when an applicant fails to identify any specific and substantial utility 
for the invention or fails to disclose enough information about the invention to make 
its usefulness immediately apparent to those familiar with the technological field of 
the invention. Brenner v. Manson, 383 U.S. 519, 148 USPQ 689 (1966); > In re 
Fisher, 421 F.3d 1365, 76 USPQ2d 1225 (Fed. Cir. 2005);< In re Ziegler, 992 F.2d 
1197, 26 USPQ2d 1600 (Fed. Cir. 1993). 

A "specific utility" is specific to the subject matter claimed and can "provide a well- 
defined and particular benefit to the public." In re Fisher, 421 F.3d 1365, 1371, 76 
USPQ2d 1225, 1230 (Fed. Cir. 2005). This contrasts with a general utility that would 
be applicable to the broad class of the invention . Office personnel should distinguish 
between situations where an applicant has disclosed a specific use for or application 
of the invention and situations where the applicant merely indicates that the 
invention may prove useful without identifying with specificity why it is considered 
useful. 



9. The claimed invention is not eligible for patent protection because the claimed 
invention has not been limited to a substantial practical application of a 35 U.S.C. 101 
judicial exception. A mere abstraction provides for no benefit in a real world situation. 

1 0. Reliance upon Ex Parte Bilski (Appeal No. 2002-2257 - "informative Opinion" of 
the Board) is incorporated from the action of 9/25/2007. When conducting the section 
101 analysis, the claims must be examined "as a whole." Id. at 188. 

1 1 . Calculating an electromagnetic field between a hypothetical body to be produced 
and a hypothetical environment is not "useful" as envisioned by the courts. See the 
specification (page 1): 
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The invention relates to a computer- add&d sifixilaEion method 

coisprises a plurality of sabrsgioas and contains s plurality of 
c harges aad" cut|fKt.| ': 

12. The claims only provide for an abstract idea; the result is not specific and 
substantial. 

1 3. See M PEP 21 06 IV C 2 (a) ("USEFUL RESULT") 

For an invention to be "useful" it must satisfy the utility 
requirement of section 101. The USPTO's official 
interpretation of the utility requirement provides that the 
utility of an invention has to be (i) specific, (ii) 
substantial and (iii) credible. MPEP § 2107 and Fisher, 421 
F.3d at 1372, 76 USPQ2d at 1230 (citing the Utility 
Guidelines with approval for interpretation of "specific" 
and "substantial") . In addition, when the examiner has 
reason to believe that the claim is not for a practical 
application that produces a useful result, the claim should 
be rejected, thus requiring the applicant to distinguish the 
claim from the three 35 U.S.C. 101 judicial exceptions to 
patentable subject matter by specifically reciting in the 
claim the practical application. In such cases, statements 
in the specification describing a practical application may 
not be sufficient to satisfy the requirements for section 
lOlwith respect to the claimed invention. Likewise , a claim 
that can be read so broadly as to include statutory and 
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nonstatutory subject matter must be amended to limit the 
claim to a practical application . In other words, if the 
specification discloses a practical application of a section 
101 judicial exception, but the claim is broader than the 
disclosure such that it does not require a practical 
application, then the claim must be rejected. 

14. As for 'producing the body' when the compatibility is determined to be 
satisfactory, this amounts to insignificant post-solution activity. See Diehr, 450 U.S. at 
191-92 ("insignificant post-solution activity will not transform an unpatentable principle 
into a patentable process. To hold otherwise would allow a competent draftsman to 
evade the recognized limitations on the type of subject matter eligible for patent 
protection.") 

15. See Flock, in which the Court concluded that the recitation of insignificant post- 
solution activity in a claim involving the solving of a mathematical algorithm could not 
impart patentability to the claim. 

18. in this case, the claims are directed to abstract ideas because the claims do not 
provide for a concrete, tangible and useful (where the use is specific and substantial) 
result 

1 7. It appears that Applicants are attempting to cover every possible practical 
application (namely, preemption of Maxwell's equations of electromagnetism). See 
MPEP 2106: 

Determine Whether the Claimed Invention Preempts a 35 U.S.C. 101 Judicial Exception ( Abstract 
Idea , Law of Nature, or Natural Phenomenon) 

Even when a claim applies a mathematical formula, for example, as part of a seemingly 
patentable process, USPTO personnel must ensure that it does not in reality "seekflpatent 
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protection for that formula in the abstract ." Diehr, 450 U.S. at 191, 209 USPQ at 10. "Phenomena 
of nature, though just discovered, mental processes, abstract intellectual concepts are not 
patentable, as they are the basic tools of scientific and technological work." Benson, 409 U.S. at 
67, 175 USPQ at 675. One may not patent a process that comprises every "substantial practical 
application" of an abstract idea, because such a patent "in practical effect would be a patent on 
the [abstract idea] itself." Benson, 409 U.S. at 71-72, 175 USPQ at 676; cf. Diehr, 450 U.S. at 
187, 209 USPQ at 8 (stressing that the patent applicants in that case did "not seek to pre-empt 
the use of [an] equation," but instead sought only to "foreclose from others the use of that 
equation in conjunction with all of the other steps in their claimed process"). "To hold otherwise 
would allow a competent draftsman to evade the recognized limitations on the type of subject 
matter eligible for patent protection." Diehr, 450 U.S. at 192, 209 USPQ at 10. Thus, a claim that 
recites a computer that solely calculates a mathematical formula (see Benson) or a computer disk 
that solely stores a mathematical formula is not directed to the type of subject matter eligible for 
patent protection. If USPTO personnel determine that the claimed invention preempts a 35 U.S.C. 
101 judicial exception, they must identify the abstraction, law of nature, or natural phenomenon 
and explain why the claim covers every substantial practical application thereof . 



Allowable Subject Matter 

18. Claims 1, 4-12, 14, 16-19 are allowed over the prior art of record. 

1 9. The following is a statement of reasons for the indication of allowable subject 
matter: the specific algorithms, as incorporated into the independent claims, do not 
appear to be disclosed in the prior art of record. 



Response to Arguments 

20. Applicant's arguments, filed 1 2/26/2007, 1 2/27/2007, 2/5/2008, have been 
carefully considered, but are not persuasive. Applicants are thanked for their responses. 

21 . The objection to the oath is withdrawn in view of Applicant's arguments. 

22. The objection to the drawings and the 1 12 and art rejections are withdrawn in 
view of the amendments. 

23. Applicants argue (pg. 12, 12/26/2007): 
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\n response,, esdi of independent claims 1 5 14 and 1§, m add-on to bdftging 
tfto aftewa^e subject matter of claim* 2-3, 15 md 20 respectively thereto, have beeR 
amemled to refer to the body as a body to be produced, and the procedures 
respectively dettorfb8Ci in thosa (Mkm have &eeo stated to produce a last iteration, 
with the slsclrOFfsignslic cosTipall&sltiy of ttte body wStft respect to sts environment.. 
tmn befog mmm®& and, if the elestwagnelc e»mpatibity is satisfactory, the 
body is produced acceding to the values in the last iteration. This is deariy a usefol, 
legible end owefete result, eml therefore sll claims are sufeMed to be in M 
compliance with ail prcvisteRS of 3S U.S»C. §101. 

And 

Support for the afcrentenSonsd amersdmenia to the indepersdeat claims is 
preset in the spsdfkalton as originally filed in the paragraph* begirwlrsg at tines 7 
and 14 respectively, at page 5 of the present speciffcaties. From those postages, m 
well as subserous other passages in the present spaclficatloa It Es clear that tfte seal 
of the bventson is to, before producing « product, simulate IN© slecfeomsgaetsc field 
of the body in question lor the purpose of assessing its electromagnetic compatibility 
wiU': she environment in which 'it wilt be used, so a® to avoid producing a b ody that is 
etectromagrcetiealty Incompallbte with tho orwl rfrfiffietit, thereby avoiding time srsd 
money for prodacfogi s body ttsst. cannot be used.. 

Please see the updated rejections in response to the amendment. 



Conclusion 

24. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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25. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

26. Any inquiry concerning this communication or earlier communications from the 
examiner should be: 

directed to: Hugh Jones telephone number (571 ) 272-3781 , 
Monday-Thursday 0830 to 0700 ET, 

or 

the examiner's supervisor, Kamini Shah, telephone number (571) 272-2279. 

Any inquiry of a general nature or relating to the status of this application should be 

directed to the Group receptionist, telephone number (703) 305-3900. 

mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 308-9051 (for formal communications intended for entry) 

or (703) 308-1396 (for informal or draft communications, please label PROPOSED or 
DRAFT). 

/Hugh Jones/ 

Primary Patent Examiner 

September 30, 2008 



